
 

 

 

 

 

 

 

  
 

  

 

Flynn O’Driscoll Legal Update 

Enforcing Standard Essential Patents under European 

Competition Law 
Introduction 

 

In many technology markets, industry standards have become essential to ensuring 

interoperability and widespread adoption of a new technology. Due to the very 

definition of an industry standard, the technology (and in particular any patents) 

included in that standard will have a very powerful (and quite often dominant) position 

on the market. This can lead to issues under European Competition law, where the 

exercise of those patents may constitute an abuse of a dominant position 

 

In order to address this issue, standard setting organisations adopt Intellectual Property 

policies to mitigate against this risk and govern the enforcement of patents that are 

essential to the use of that standard (“Standard Essential Patents”). These policies 
include a variety of requirements including:- (i) requiring participants in the standard 

setting organisation to disclose (in good faith) patents that may read on a developing 

standard; and (ii) where an adopted standard may infringe such patents, the patent 

owner undertakes to licence those patents on fair reasonable and non-discriminatory 

(“FRAND”) terms. For example, the European Telecommunication Standards Institute 
(“ETSI”), whose standards play a central role in 3G and 4G telecommunications, requires 
its participants to use reasonable endeavours to disclose any patents essential to an 

ETSI standard in development and to give commitments to licence such patents on 

FRAND terms. 

 

This area of law has provided fertile ground for the smartphone patent wars, where 

patent holders have been particularly litigious in enforcing their patent portfolios against 

competitors. 

 



 

However, the enforcement of these patents, and in particular seeking injunctions against 

alleged infringers, has become a hot topic in recent years. Various EU member state 

courts have found that seeking an injunction based on infringement of Standard 

Essential Patents can amount to abusive conduct. requires significant input from the 

business as important parts of standard terms are driven by the 

 

The Huawei Criteria 
 

The current leading EU authority on this issue 

is the Court of Justice (“CJEU”) ruling given in 
July 2015 in Huawei v ZTE.1 In that case, the 

parties failed to agree on licensing 

arrangements for several of Huawei’s patents 
(which were essential to the implementation 

of 4G in mobile phones). Ultimately, Huawei 

sought a prohibitory injunction in the 

Düsseldorf courts. On a reference to the CJEU, 

it was confirmed that an action for a 

prohibitory injunction against an alleged 

infringer, brought by a proprietor of a 

Standard Essential Patent (who has provided 

undertakings to aan SSO to grant a licence on 

FRAND terms), may constitute an abuse of 

dominance pursuant to Article 102 of the 

Treaty on the Functioning of the European 

Union.   

 

However, the CJEU set out specific 

circumstances where it would be possible to 

seek a prohibitory injunction, in compliance 

with competition law. Abuse of dominance  

 

would not occur where the following 

requirements are met:-  

 

1. Prior to bringing the action, the 

proprietor of a Standard Essential  

 

                                                        
1 Huawei Technologies Co. Ltd v ZTE Corp [2015] 

Case C-170/13. 

 

 

Patent alerted the alleged infringer 

of the infringement; 
 

2. Where the alleged infringer 

indicates its willingness to take a 

licence, the proprietor of a  

Standard Essential Patent presents 

a specific, written offer for a licence 

on FRAND terms specifying, in 

particular, the royalty and the way 

in which it is to be calculated; 
 

3. The alleged infringer must respond 

to the offer, in accordance with 

recognised commercial practices in 

the field,  (which will be determined 

objectively) 
 
4. Finally, an infringer which has not 

accepted the offer made by the 

Standard Essential Patent holder 

will only be in a position to claim 

abuse under Article 102 (on the 

bringing of an injunction 

application by the proprietor of a 

Standard Essential Patent), if it has 

replied with a specific counter-offer 

that corresponds to FRAND terms. 

 

The Huawei judgment includes extremely 

prescriptive criteria, which is quite unusual 

(even by the standards of Europe’s codified 
civil law systems). These (heavily convoluted) 

requirements put a significant obligation on 

the holder of the Standard Essential Patent, 



 

and in particular their lawyers, to ensure that 

they carefully follow the above procedure 

before an injunction-application becomes an 

option. 

  
Post-Huawei 
 
Since this ruling, certain national courts have 

ruled on the issue. In Germany, the (same) 

Düsseldorf courts 2  have held the Huawei 

criteria are sequential in nature, i.e., each 

party must follow each step in its respective 

order. Responsibility will only fall on one 

party, if the other party has completed its own 

prior step in the process. 

 

More recent jurisprudence also demonstrates 

that the alleged infringer is just as responsible 

as the licensor in complying with its own 

requirements under the Huawei criteria. 

There is a clear responsibility on the alleged 

infringer to demonstrate there “willingness” to 
licence any Standard Essential Patents, along 

with a requirement to make a specific counter 

offer to the licensor’s original offer. 
 
What is FRAND? 
 
The Huawei criteria is still predicated on 

agreeing a FRAND royalty rate, however one 

question continues to arise – how exactly are 

FRAND terms to be calculated? One of the 

best indicators is what licensees are paying 

under similar licences.  

 

 

 

 

 

                                                        

2 Sisvel v. Qingdaom(Landgericht Düsseldorf Nov. 

3, 2015). 

This may involve a comparative analysis of 

licensing agreements for other related 

Standard Essential Patents, relating to a 

particular industry standard. The Huawei case 

did not provide any particular guidance on 

calculating FRAND rates, therefore it is 

important that when any licence offer is being 

proposed, the lawyers are able to 

demonstrate it meets FRAND terms and be 

able to adduce evidence to support this. 

 
Conclusion 
 

In summary, it is essential that when acting 

for a licensor of Standard Essential Patents, 

lawyers must have laid the groundwork 

carefully before issuing any injunction 

proceedings against an alleged infringer. 

Clients holding Standard Essential Patents will 

need to manage their licence negotiations 

carefully so that they do not inadvertently 

preclude or delay the possibility of using 

litigation to resolve patent infringement. 

Competition authorities, (in particular the 

European Commission) are keen to address 

the issues that are arising out of a particularly 

litigious environment in relation to Standard 

Essential Patents, and clients holding large 

patent portfolios should be made aware of 

their responsibilities where they seek to 

enforce any patents in court. 
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Should you have any queries arising out of the foregoing 

please contact Barry Connolly or any member of our team, 

who will be happy to assist. 
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